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! Application for patent filed Novenber 12, 1992.
According to appellants, the application is a continuation of
Application No. 07/657,348, filed February 15, 1991; which is
conti nuati on of Application No. 06/ 770,376, filed August 29,

1985; which is a continuation of Application No. 06/589, 825,
filed March 15, 1984.
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This is an appeal pursuant to 35 U.S.C. 8§ 134 fromthe
final rejection of clainms 18 and 35-45. Cains 46-59 stand
w t hdrawn from further consideration as directed to a non-
el ected invention. Caim18 is representative and is
repr oduced bel ow

Claim18. A continuous, linearly interm xed fiber tow useful
in formng conposite nolded articles which conprises an
intimately, uniformy and continuously interm xed bl end of
about 90 to about 30% by vol une, based on the total fiber
content, of spun, continuous, individual, thernoplastic

pol ymer fibers having a nelting point of at |east about 50°C
and about 10 to about 70% by volunme, based on the total fiber
content, of continuous, individual, carbon fibers wherein
there is a substantially uniformdistribution of the

thernopl astic fibers and the carbon fibers within the

i nterm xed tow.

The references of record relied upon by the exam ner are:

Hi cks, Jr. (Hicks) 2, 964, 900 Dec. 20, 1960
Nina et al. (Nina) 3, 358, 436 Dec. 19, 1967
Smith 0 033 244 Aug. 5, 1981

(Publ i shed EPA Pat ent Application)

Davi s 1 200 341 Jul. 29, 1970
(Published UK Patent Application)

Baucom " Sol ventless Fabrication of Reinforced Conposites”,
NASA Tech Brief, Fall (1992).

The appeal ed clains stand rejected under 35 U. S.C. § 103
as unpatentabl e over Baucom The appeal ed clains al so stand

rejected under 35 U. S.C. 8§ 103 as unpatentabl e over Baucomin
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view of Hicks, Nina, Davis or Smth.
W reverse.

This is the second appeal of subject matter relating to a
continuous interm xed fiber tow formed from conti nuous
i ndi vi dual thernoplastic fibers and conti nuous carbon
reinforcing fibers which are intimately and uniformy
interm xed to provide a uniformdistribution of the respective
fibers in the tow The towis useful in form ng conposite
nol ded articles. In the first appeal, the dispositive issue
rai sed by the exam ner’s obviousness rejection of the then
pendi ng appeal ed cl ai s was whet her the prior art Baucom
ref erence contai ned an enabling disclosure, i.e., whether one
of ordinary skill in the art could conbi ne Baucom s process
description of intimately m xing thernoplastic fibers with
graphite reinforcing fibers "with his own know edge of the

art” to make a tow as "conceived" by Baucont. See the | ast

2 The subject matter of the present appeal was devel oped
by appel |l ants under a contract with NASA. After appellants
concei ved the invention, the conception was disclosed to
Robert Baucom at NASA who di scl osed his understandi ng of the
"conception” of the invention in the NASA Tech Briefs in the
fall of 1982. Baucom did not expressly disclose howto
prepare the interm xed fiber tow See paragraph 2 of the
decl arati on of MMahon.
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full paragraph of page 4 of our decision entered on Decenber
20, 1990 in Appeal No. 88-3660. The identical dispositive
issue is again presented in this appeal, albeit the specific
argunments before us are based on a substantially different
record. Thus, the appeal ed clains now define the fiber tow as
a "continuous, linearly interm xed fiber tow', and appellants
extensively rely on evidence in a newy presented declaration
fromKay Warren. The exam ner relies on a nunber of prior art
references to support his contention that skilled workers in
this art had the ability at the tinme of appellants’ invention
to produce the article disclosed by Baucom After a careful
consi deration of the record now before us, we find that
appel | ants have provided sufficient evidence to overcone any

| egal conclusion that a skilled artisan could take the Baucom
ref erence disclosures "in conbination with his own know edge
of the particular art" and be in possession of the clained

invention. In re Legrice, 301 F.2d 929, 936, 133 USPQ 365,

372 (CCPA 1962).

A matter of concern addressed in our decision in Appea
No. 88-3660 was whether the then clainmed tow could be nade by
a process wherein the fibers are interm xed by the use of
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fluid (gas) jets, a prior art technique used to facilitate the
conbi ning of different types of fibers (specification, page 1,
lines 13-15) which is also described as "an alternative

I nterm xi ng process"” useful for making the clained tow
(specification, page 23, lines 4-7) so long as the fibers are
"in arelatively tension-free state". See the decision at
page 6, lines 2-6. According to the newy presented

decl aration of Warren of record in this appeal, carbon fibers
are "extrenely brittle" and actual attenpts to use

"ent angl enent jets" under "standard operating procedures” to
interm x carbon fibers with thernoplastic fibers resulted in
massi ve breakage of the carbon fibers. See paragraphs 10 and
14 of the declaration. As an expert in the field of
technol ogy in question, Warren al so opined that even had this
procedure been successful, the m xed fiber product woul d not
have been linearly interm xed, but entangled. |In response,

t he exam ner contends that because carbon fibers are wel

known to be extrenely brittle, one skilled in the art would
have nodified Warren’s experi nent by reduci ng the entangl enent
jet velocities while lengthening the treatnent path to reduce

the forces on the carbon fibers. According to the exam ner,
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"Such is just conmon sense”. See the answer at page 6.
However, the exam ner has cited no prior art?® indicating that
a person of ordinary skill in this art, faced with the above
probl em of carbon fiber breakage, woul d necessarily make the
proposed "comon sense" nodifications, nmuch | ess prior art

di scl osing precisely how and to what degree the jet velocities
shoul d be reduced and the treatnment path | engthened. Thus,

obj ective evidence in support of the exam ner’s argunent is
not of record.

As evidence that the clainmed tow could have been nmade by
hand, the exam ner relies on exanple Ill of the Davis
reference which illustrates a fiber blend of 6 inch |ong
carbon filaments with 6 inch | ong pol yester filanments bl ended
by hand by a process of "teasing to separate and then
rebl endi ng" of the fibers. No evidence is of record that a

"continuous, linearly interm xed fiber tow' as clained could

be produced by hand. As appellants’ counsel acknow edged at

3 U S Patent No. 4,539,249 issued to Curzio on Septenber
3, 1985 (based on application filed Septenber 6, 1983), newy
cited in the answer, discloses a technique for the preparation
of a yarn conposed of outer resin fibers surrounding a core of
graphite fibers, not a product having the fibers interm xed.
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the oral hearing, the claimlanguage "continuous” |limts the
clained towto a material of indefinite | ength which may be
t housands of feet in |ength.

Wth respect to the other prior art references relied on
by the exam ner, Hicks, Nina and Smith, the Warren decl arati on
provi des convincing technical reasons why the prior art
techni ques described in these references could not have been
successful enployed to manufacture the clained tow. See
par agr aphs 19-23 of the declaration.

Based on the record before us, we agree with appellants
that the prior art references relied upon by the exam ner
woul d not have enabl ed one skilled in the art to prepare a
product such as suggested or "conceived" by Baucom It is a
fundanmental tenet of patent |aw that references relied upon to
support a rejection under 35 U.S.C. § 103 nust provide an
enabl i ng disclosure, i.e., that nust place the clained

invention in the public’ s possession. 1n re Payne, 606 F.2d

303, 314, 203 USPQ 245, 255 (CCPA 1979).
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An invention is not possessed absent sone known or obvi ous way

to make it. 1d. Accordingly, the examner’s rejections of

t he appeal ed clains are reversed.

REVERSED

SHERMAN D. W NTERS
Adm ni strative Patent Judge

ANDREW H. METZ
Adm ni strative Patent Judge

JOHN D. SM TH
Adm ni strative Patent Judge
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